THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claim6, which is the only claimpending in this

appl i cation.

ppplication for patent filed Septenber 1, 1994. According to
appel lant, this application is a continuation-in-part of application seria
no. 08/220,609, filed March 31, 1994, now U. S. Patent No. 5,431, 368, issued
July 11, 1995
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W AFFI RM

BACKGROUND

The appellant's invention relates to a formtie for
securing a pair of concrete wall form structures together.
The tie includes three saddl e shaped portions sized and shaped
so that the ties may be successively installed in the forns
alternately inverted, so as to be alternately over and under
reinforcing nmenbers |ocated in the saddl e shaped portions
(specification, page 4). CCaimé6, as anended after the final
rejection, reads as follows:

6. A formtie for securing a pair of concrete
wal | form structures together in vertically

upst andi ng, spaced apart relationship, said tie
conpri si ng:

an elongate rod of constant dianeter, being of
sufficient length to span horizontally between the
spaced apart formstructure, said rod having a pair
of longitudinally aligned opposing end portions
havi ng a common | ongi tudi nal axis, each end portion
carrying means for securing said end portion to one
of the pair of formstructures; wherein

at least one portion of the rod between the form
structures is formed to be saddl e shaped and is
sized to accept at |east one elongate reinforcing
menber having a horizontally directed axis
perpendi cular to the axis of the rod, the depth of
t he saddl e shaped portion being sufficient to permt
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installation of ties horizontally space apart with
the |l ongi tudinal axis thereof at a common el evati on,
with the saddl e shaped portions of successive ties
alternately opening upwardly and downwardly about
the el ongate reinforcing nmenber; said formtie
further conprising

at | east one additional saddl e shaped portion,
said additional portion opening in opposite
direction vertically fromthat of said saddl e shaped
portion, and sized to accept at |east one el ongate
rei nforcing menber having a horizontal axis, the
depth of the additional saddl e shaped portion being
sufficient to permt installation of a series of
ties horizontally spaced apart with the |ongitudinal
axes thereof at a conmmon el evation, with the
addi tional saddl e shaped portions of successive ties
alternately opening upwardly and downwardly about
the el ongate reinforcing nmenber; wherein said tie
conpri ses

t hree saddl e shaped portions, two of which are
spaced apart and opening in the sane vertical direc-
tion, and the third of which opens in the opposite
vertical direction and is | ocated between said
spaced apart portions.

The prior art reference of record relied upon by the
examner in rejecting the appealed claimis:
Vario 4,247,073 Jan. 27, 1981

The following rejections are before us for review

(1) daimé6 stands rejected under 35 U.S.C. § 112, second
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paragraph, as being indefinite in that it fails to
particularly point out and distinctly claimthe subject matter
whi ch the appellant regards as the invention.

(2) Aaimé6 stands rejected under 35 U.S.C. § 102(b) as
bei ng antici pated by Vari o.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the exam ner's answer (Paper

No.

10) for the exam ner's conpl ete reasoning in support of the
rejections, and to the appellant's brief (Paper No. 9) for the
appel l ant's argunents thereagai nst. 2
OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
claim to the applied prior art reference, and to the

respective positions articul ated by the appellant and the

2 An amendrment (Paper No. 11) and an attached affidavit filed on
Decenmber 7, 1996, were denied entry (Paper Nos. 12 and 14) and, accordingly,
have not been considered in our determnation of the issues in this appeal.
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exam ner. The determ nations we have nmade and the reasoni ng
behind them are set forth bel ow

The Rejection Under 35 U.S.C. § 112, Second Paragraph

The exam ner's reasons for rejecting the claimare found
in the advisory action mailed May 5, 1995, and in the answer
at page 3. The appellant does not contest this ground of
rejection (brief, pages 2 and 3). Therefore, we are
constrained to sustain this rejection.

The Rejection Under 35 U.S.C. 8 102(b)

Claim 6 stands rejected as being anticipated by Vario.
The claimis directed to a formtie conprising an
el ongated rod of constant dianmeter having "three saddl e shaped
portions, two of which are spaced apart and opening in the

sane vertica

direction, and the third of which opens in the opposite
vertical direction and is | ocated between said two spaced
apart portions." See, appellant's Figure 17.

The exam ner argues that the three bent portions or Kkinks
shown in the rod (10) in Figure 1 of Vario are "saddl e shaped”
and copl anar and, therefore, the | anguage quoted above reads
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on the reference (answer, page 6). Appellant, on the other
hand, argues that the exam ner's "assunption"” that the three
bent portions or kinks are coplanar is not justified by Figure
1 or supported by any description thereof in the specification
(brief, pages 5 and 6).

Anticipation under 35 U . S.C. 8§ 102 requires that each and
every elenment as set forth in the claimbe found, either
expressly or inherently described, in a single prior art

reference. Verdegaal Bros., Inc. v. Union Gl Co., 814 F.2d

628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). To establish
i nherency, the extrinsic evidence nust nmake clear that the

m ssing descriptive matter is necessarily present in the thing
described in the reference, and that it would be so recogni zed

by persons of ordinary skill. Continental Can Co. v. Mnsanto

Co., 948 F.2d 1264, 1268, 20 USPQ2d 1746, 1749 (Fed. Cr
1991). "lInherency, however, may not be established by

probabilities or

possibilities. The nere fact that a certain thing may result
froma given set of circunstances is not sufficient.” 1d. at

1269, 20 USPQR2d at 1749 (quoting In re Celrich, 666 F.2d 578,
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581, 212 USPQ 323, 326 (CCPA 1981).

Wth the above in mnd, it is our view that Vario does
not expressly or inherently describe that the bent or saddl e
shaped portions in the rod (10) are coplanar. |In order for
the bent or saddl e shaped portions shown in Figure 1 of the
reference to be coplanar, each of the illustrated four
segnent s® spanni ng the di stance between stops (12) nust be
coplanar. W note that Vario describes Figure 1 as a
"perspective view' (col. 2, line 5). As such, we cannot say
with the necessary degree of certainty that the four segnents
all lie in the sane plane. It nmay be that they do. It may
al so be true that they do not. The inportant point here is
that we just don’t know. W nust resort to specul ation
in order to determne if Vario actually teaches that the bent
or saddl e shaped portions are coplanar and we cannot bottom a
finding that Vario expressly or inherently describes each and
every element of the claimon such speculation. Thus, the

rejection under 8 102 cannot be sust ai ned.

3 The four segnents are indicated by nunerals 1, 2, 3 and 4 in the copy
of Vario's Figure 1 attached as an "appendi x" to appellant's brief.
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SUMVARY

The rejection of claim6 under 35 U . S.C. § 112, second
par agr aph, is sustai ned.

The rejection of claim6 under 35 U.S.C. § 102(b) is not
sust ai ned.

Since at |l east one rejection of the appeal ed cl ai m has
been affirmed, the decision of the exam ner is affirned.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
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